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1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 to 3, 5, 8, 11 and 13 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Schiestel et al. 

4. Claims 4, 7 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schiestel et al. 

5. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schiestel 
et al. in view of Shoup et al. 

6. Each of these rejections rely on the rationale noted in the previous office action 
and as such this will not be repeated. In an effort to distinguish the claims from the prior 
art applicants have amended the claims such that the coating composition is a hydrolyti- 
cally condensed organosiloxane sol-gel and that the composition provides iodine resist- 
ance. Applicants state that Schiestel et al. do not disclose an iodine resistant coating 
made of a hydrolytically condensed organosilane sol-gel composition for providing stain 
resistance from iodine solutions. 
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In response, the Examiner notes that Schiestel et al. do provide a coating made 
of a hydrolytically condensed organosilane sol-gel composition. This composition was 
noted in the previous office action but applicants' attention is again directed to para. 14 
and on. Note paragraph 41 as well which refers to the sol-gel method. 

Schiestel et al. do not specifically mention iodine resistance; however, products 
of identical chemical composition can not have mutually exclusive properties. A chemi- 
cal composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the property applicants disclose and/or claim are necessar- 
ily present. In addition, the discovery of a new property does not overcome anticipation 
when the claimed composition is known. While silent to iodine resistance, this does not 
distinguish the claims from the prior art since that which is actually claimed, a coated 
medical apparatus having a particular coating composition, is the same as that taught 
by the prior art. As such these rejections are maintained. 

7. Applicants' amendment to claims 14 and 15 have necessitated the following new 
grounds of rejection. 

8. Claims 13 to 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Havey et al. 

These claims are generally drawn to medical equipment. Due to the breadth of 
this phrase, the lenses in Havey et al. can be considered medical equipment. See for 
instance column 11, lines 60 to 62. 

Havey et al. teach a coating composition the contains a mixture of hydrolysis and 
condensation products of an epoxy functional silane, tetrafunctional silane and an acid. 
Throughout the specification Havey et al. teach each of the necessary components for 
the coating composition in claims 14 and 15. 

The working examples use deionized water. 

Column 6, line 39, teaches itaconic acid. 

Column 4, line 50, teaches ethanol. 

Column 6, line 8, teaches tetraethoxysilane. 
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Column 5, line 49, teaches glycidoxypropyl trimethoxysilane. 

Column 8, line 50 and on, teaches silica dispersions. The Examiner notes that 
the matting agent used in applicants' specification is silica and as such the silica on 
column 8 meets this requirement as well. 

Column 10, lines 50 to 55, teach leveling or flow agents which correspond to the 
claimed wetting agent. 

See for instance the various working examples. Particularly note Examples 14 
and 15. These compositions include itaconic acid, tetraethoxysilane, glycidoxypropyl 
trimethoxysilane and a silica dispersion. Since these examples are based on the 
procedure of Example 1 , the water therein will be deionized water. Thus this differs 
from the composition used in claim 14 in that 1 ) it does not use ethyl alcohol and 2) it 
does not contain a wetting agent. 

With regard to this first difference note that column 4, lines 45 and on, teach that 
various solvents can be used in an equivalent manner. As noted supra, this specifically 
teaches that ethanol can be used as a useful and functional solvent in this composition. 
One having ordinary skill in the art would have found the use of ethanol rather than the 
functionally equivalent solvent propylene glycol methyl ether used in these examples to 
have been obvious. 

With regard to the second difference, column 10, lines 30 and on, teach the addi- 
tion of leveling or flow control agents in an effort more evenly spread or level the comp- 
osition therein. As such the skilled artisan would have been motivated to include such a 
compound to the compositions in Examples 14 and 15 in an effort to obtain the known 
benefits and properties thereof. 

On the other hand note Examples 7 and 8 which do include a leveling agent, but 
differ from that claimed in that 1 ) they also use a different solvent and 2) they do not 
include a silica dispersion. The obviousness of the difference 1 ) has been addressed 
supra. The addition of silica to these compositions would have been obvious in view of 
the totality of the teachings in Havey et al. which teaches the addition of silica to the 
compositions. 
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As noted above, the matting agent used in the specification is a silica particulate. 
Thus the silica added in Havey et al. meets this requirement in claim 15. 

In this manner the coating compositions claimed are rendered obvious by the 
teachings in Havey et al. Since ophthalmic lenses can be considered medical devices, 
the instant claims are rendered obvious. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 

272- 1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571 ) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571^72-1000. / A J 
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